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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from ttie mailing date of ttiis communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133), 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 27 March 2009 . 
2a )□ This action is FINAL. 2b)|^ Tiiis action is non-final. 

3) Q Since tiiis application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) T^S is/are pending in the application. 

4a) Of the above claim(s) _ is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) KI Claim(s) 7^8 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

^0)\Z\ The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)|EI All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This Office action is in response to the application filed February 3, 2006. 

1 . The rejection under 35 U.S.C. 103(a) as being unpatentable over MOMOTA et al 
(2004/0202954) and WATANABE et al is withdrawn in view of the arguments by applicants. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 

patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-8 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by SATO et 
al (7,179,578). 

The claimed invention is drawn to the following: 
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I Ai) SBtyliv pdymer comptiani! a recumng unit (i) represented by the 

folio wing ibtniuiiL ( I), a recurring unii (ii) mprescMtid by ihs fi^Howtng ftmYiula f2X jwd 
an atid-labde group-containing recurring unit (lij) wbii'.it contains at least oite unjr 
s«let;ted from a ti^ctining unit represented by tlic ibilowing fonnula (3) and formula (4), 

« a' »' »" 

— fcih-c-f~ — tcBj-r-)- — fcB)-c-4— — ^ajr-c-J— 

C--t> tsooO CswO 




It) IS (3> c« 



whereto, in the SinmiUs (l) to (*X R> R'l am* iniivkhiaiiy ie(H£seiit a bydrogen 
atoffi, meihj^ group, or tnfluoromethyl ffwp, it) the iwtiuila ( I), R' r^nscnts a 
hydrogen atoni, linear Of biuttciied aikyt gioup having J-4 carbon atoms, linear or 
hranched altoxyl group luvtng ) -4 carboa atoms, or iraear or branched flaoroaUcyl 
group having l-4catbon atoms, in the fbnnuls (2), X represents a polyalicycliu 
'K)<drocarboR group consisung only of carbon and hydrogen and havit^ 7-20 carbon 
aSisns , IB the fonsgls <3), R' mS K' imiividually icpuMeni a linear or biancbed alky! 
groitp having 1 -4 carbon atoms at>d K** r^rescttts an altcyclic bydrocaibon grottp 
Itaving 4-20 wboa Stomit, and in the formula (4), R' represents a linear or dranciied 
aikyi group having 1 -4 cadion atonu, R* and fC individualiy repiwent a hydrogen atom 
or a finoar or brsmcbed aikyI group having I -4 carhon atoms, and n lepreiwnts an integer 

SATO et al discloses a positive resist composition comprising an acrylic resin which 
anticipates the claimed acrylic resin and resist composition, see polymers (S\ (13X (14). 
and (16) in columns 73. line 15 - column 77. line 30 . 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 

such that the subject matter as a whole would have been ob\ i(uis at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over NISHI et al 



(2003/0091929) 
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The claimed invention is drawn to the following: 

i. Aa acjylic poiyiiicr compnsbg a fecurfing unii {i> represented by ihe 
ibilowirgg foroiula (1), a recun-ing unit (ii) rejx^sented by the tbtiowing fonnula (2), and 
an scid-labiile group-cantaUUng recurring unit (iii) whicb ramams at least o«o unit 
ecwd rroni « rceinring unit represented by the foliowing fommla (3) and tbraiuEa (4), 




wijicrein, in the fonnuJfts (J) W (4), R'. K", aiKl R'" inilivii^ualty ctpiesent a Iiyiii'i^gen 
atom, melhyi gfoap, or trifluofoniethyt group, in the formula (IX R' rf^resentsa 
hydix>geR atom, linear or t»:anched alky t ^oup having i -4 carbon atoms, linear or 
braitched alkoxyl group having 1-4 caitxui atoms, or linear or bnmched SiuHDalkyl 
group having Mcarbon atoms, in the foriwita (5). X represent? i pc.lyalinyciic. 
hydrocarbon group cottsisttng only of cai^n and hydrogen ajid having 1-20 carbon 
atoms , in the fonmils 0X R' and R' iBdividualiy represent a linear or branched alkyi 
group having.]-4 uubon atoms and K* riiptesenls an alicyolic hydroraitxHi group 
having 4-20 carbou atoins. and in the fbnnula (4), R' represents a linear or btancbed 
afkyl group having I -4 carbon aiotas, and R^ individually represent a hydrogen atom 
ur a linear or bFani;hsd alkyi group haviity 1-4 uubon aioios. and n repiescnis an integer 

NISHI et al (2004/0176630) discloses a terpolymer as follows on page 23. [01671 
Polymer 6 :. 

This copolymer meets the claimed acrylic resin lacking only the repeating unit described 
as recurring unit (4), see the attached image: 
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O 

(id =GJQ,x2 = 0,35:5 



In NISHI et al are further discloses the presence of additional recurring units described 
on page 5. paragraphs [0022] - [0047] , Applicants are directed to paragraph ["0044] on page 7 
wherein the following recurring units defined to be an acid-labile group defined for R°^^ in the 
recurring unit (M4) in paragraph [0022] shown hereafter: 
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These two groups are defined to be the acid-Iabile group defined in be (L4) shown in 
paragraph [0044]. 

This recurring unit meets the claimed recurring unit (4) described in claim 1 . 

It would have been prima facie obvious to one of ordinary skill in the art of photoresist 
compositions and acrylic resins as disclosed in NISHI et al and adding a further recurring unit of 
formula (L4) and reasonably expect same or similar results as disclosed in NlSHl et al for 
excellent sensitivity, resolution, and etching resistance with micropatteming with deep -UV. 

The comparative examples have been considered, however the closest prior art acrylic 
polymer and photoresist composition as disclosed in NISHI et al have not been compared to the 
current acrylic polymer and photoresist composition in the claims. A showing of unexpected 
results may be grounds for to overcoming the obviousness rejection for secondary 
considerations. 

Applicants comparisons in the specification include those acrylic polymers having a 
hydroxyl group on the recurring unit of formula (2) and not falling within the claimed language 
wherein the recurring unit only consists only of hydrogen and carbon. 
3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Chu whose telephone number is (571) 272-1329. The 
examiner can normally be reached on Monday - Friday from 9:30 am to 6:00 pm. 
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If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Cynthia Kelly, can be reached on (571) 272-1526 

The fax phone number for the USPTO is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PMR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Tohn S. Chu/ 

Primary Examiner, Art Unit 1795 



J.Chu 

June 3, 2009 



